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DETAILED ACTION 
Specification 

1. The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 



(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer program 
listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), and tables 
having more than 50 pages of text are permitted to be submitted on compact 
discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1, 2001 .) 

(e) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 



2. The disclosure is objected to because of the following informalities: Page 7 cites claims 



that have been cancelled. Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 94 and 95 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Regarding Claim 94, Applicant claims the communication module of 
Claim 92 further comprising an "internet computer integrated in the PC card." The Examiner 
holds this to be indefinite, as it does not adequately describe the function of this limitation. 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 84-85, 87 and 90 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 5,880,769 to Nemirofsky et al. 

Regarding Claim 84, Nemirofsky discloses a wireless remote control device (See 
Figure 6a) for a communication module. Nemirofsky discloses a system wherein Pay Per 
View programming is available (Col. 5, Lines 28-35). A user account and PIN code entry 



Claim Rejections - 35 USC §102 
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is necessary to authorize the transaction (Col. 5, Lines 46-53). This reads on the claimed 
Conditional Access Module. Further, Nemirofsky discloses encryption means for 
encrypting control data to be transmitted to the communication module (Col. 4, Lines 20- 



Regarding Claim 85, Nemirofsky discloses a system as stated above in Claim 84 
wherein the CAM module comprises a chip-card reader (See Figure 5). 

Regarding Claim 87, Nemirofsky discloses a system as stated above in Claim 84 
wherein the encryption means comprise a chip-card reader (See Figure 5). 

Regarding Claim 90, Nemirofsky discloses a system as stated above in Claim 84 
wherein the communication module incorporates a user identification module. Multiple 
account information is stored on the smart card (Col. 4, Lines 50-61) and a user initiates a 
financial transaction by providing input to the card (Col. 4, Lines 62-64) and entering a 
personal identification number (Col. 5, Lines 11-15). 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



8. Claims 62-64, 68-69, 72-81 and 83 are rejected under 35 U.S.C. 103(a) as being 



25). 



Claim Rejections - 35 USC §103 



unpatentable over U.S. Patent No. 5,724,106 to Autry et al. in view of Nemirofsky et al. 
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Regarding Claim 62, Autry discloses a multimedia system (See Figure 1) 
comprising a display device (122), a base station (118) incorporating a receiver for 
multimedia transmissions and connected to the display device and a wireless remote 
control device (124). The base station has a plurality of personal computer card 
connectors (See Figure 3, 316-322) connected to a PCI bus (312). It is inherent that such 
a system has associated hardware and software functionality. Further, the system of Autry 
discloses a modem (322), which as is well known in the art, may be used to connect the 
computer to a network. Further the remote control device is used to directly control the 
network client computer (Col. 7, Lines 20-40) via a wireless link. What is not disclosed, 
however, is a communication module in a PC card format incorporating a network client 
computer and a wireless link. Nemirofsky discloses a communication module in a PC 
card format (See Figure 2) incorporating a network client (Col. 2, Lines 45-50) and a 
wireless interface (Col. 3, Lines 9-12). Nemirofsky is evidence that ordinary workers in 
the art would appreciate the ability to house a network controller and wireless interface in 
a PC smart card. Further, it is well known in the art that a computer system, such as the 
one disclosed by Autry with a data bus and a plurality of personal computer cards, that 
PC cards can be used as an alternative to full-sized cards for saving space. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the system of Autry with the PC-card base network and wireless 
interface of Nemirofsky in order to reduce the footprint of the system through the use of 
credit-card sized devices. What Autry in view of Nemirofsky do not disclose, however, is 
that the PC card has a wireless link to the remote control device. Nemirofsky discloses a 
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PC card that contains a wireless transceiver (See Figure 4, 74) as stated above. Official 
Notice is hereby taken that it is well known in the art to use a wireless transceiver to 
communicate with a remote control such as the one disclosed by Autry as stated above. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the system of Autry in view of Nemirofsky to use the 
wireless interface with a remote control of the well-known prior art in order to lower cost 
of manufacture by utilizing a pre-existing transceiver instead of implementing an 
additional one. 

Regarding Claim 63, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky further discloses that communication between the 
television device and the remote control may be encrypted (Col. 4, Lines 20-25). This 
reads on the claimed remote control device and communication module comprises 
encryption and decryption means for encrypted transmission of data at least from the 
remote control to the communication module. 

Regarding Claim 64, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky further discloses a system wherein Pay Per View 
programming is available (Col. 5, Lines 28-35). A user account and PIN code entry is 
necessary to authorize the transaction (Col. 5, Lines 46-53). This reads on the claimed 
Conditional Access Module. 

Regarding Claim 66, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky discloses a Conditional Access Module as stated above in 
Claim 64. The user enters a PIN code through the remote control device (See Figure 6a), 
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which interfaces with the set top box to order Pay Per View programming as stated 
above. Because the remote/chip-card and set top box coordinate to initiate such a 
transaction, it is inherent that the remote control device incorporate some functions of the 
Conditional Access Module. 

Regarding Claim 68, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Autry further discloses the use of a modem (See Figure 3) as stated 
above. Nemirofsky also discloses a modem (See Figure 4, 42) for connecting to a 
provider network. 

Regarding Claim 69, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 68. Nemirofsky further discloses a smart card with a wireless interface 
that supports wireless communication through a satellite or cellular network (Col. 3, 
Lines 9-12). 

Regarding Claim 72, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Autry discloses a system wherein the remote control device generates 
control information and outputs it in the form of a control signal the control information 
selecting information from display information displayed on the display device (Col. 7, 
Lines 20-40). 

Regarding Claim 73-75, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Autry further discloses a system wherein the remote control device 
has an input unit for generating pointer position information (See Figure 9B, 910) and 
selection information (913) as control information. The position of a pointer being able to 
be set on a screen of the display device by means of the pointer position information in 
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order to position the pointer on a specific display information on the display device and 
the position of the pointer being confirmed by means of the selection information is well 
known in the art. In the system of Autry, a track ball is shown that is used to move a 
cursor (Col. 11, Lines 24-29) and a trigger button (enter key) is shown that is used to 
select items on the screen (Col. 1 1, Lines 38-51). 

Regarding Claim 76, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 73. It is well known in the art that in such a system with a remote control 
(See Figure 9A) that there may be a cursor key block for generating the pointer position 
information. Autry further discloses a wireless keyboard for remote control of the system 
with a cursor key block (See Figure 10). 

Regarding Claim 77, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky further discloses a system wherein electronic payment 
functions are implemented on the remote control device (Col. 4, Lines 39-47). 

Regarding Claim 78, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 77. Nemirofsky discloses a system wherein the electronic payment 
functions are implemented by means of an exchangeable chip card (See Figure 5 and 6a). 

Regarding Claim 79, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 63. Nemirofsky further discloses a system wherein the chip card is 
enabled to receive encrypted data (Col. 4, Lines 20-25) and communicate with a remote 
financial service (Col. 4, Lines 39-47). What is not disclosed, however, is that the 
encryption means is embodied on the chip card. Official Notice is hereby taken that it is 
well known in the art to use encryption when communicating sensitive information such 
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as financial information. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the method of Autry in view 
of Nemirofsky with the encryption of the well-known prior art in order to facilitate secure 
communications of sensitive data. Since the chip card is already disposed to receive and 
communicate encrypted data, it would have been obvious to implement the encryption 
module on the card. 

Regarding Claim 80, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. The remote control device generates user-defined control signals for 
controlling the network computer as stated above in Claim 73. 

Regarding Claim 81, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky discloses a system wherein the communication module 
incorporates a user identification module. Multiple account information is stored on the 
smart card (Col. 4, Lines 50-61) and a user initiates a financial transaction by providing 
input to the card (Col. 4, Lines 62-64) and entering a personal identification number (Col. 
5, Lines 11-15). 

Regarding Claim 82, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Nemirofsky discloses a system wherein the communication module 
incorporates a user identification module as stated above in Claim 81. The user enters a 
PIN code through the remote control device (See Figure 6a), which interfaces with the set 
top box to order Pay Per View programming as stated above. Because the remote/chip- 
card and set top box coordinate to initiate such a transaction, it is inherent that the remote 
control device incorporate some functions of the identification module. 
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Regarding Claim 83, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. Autry discloses a system wherein the base station is a personal 
computer (See Figure 1, 118) connected to a television set (150). It is well known in the 
art that a set top box is a computing device with a processor, memory, and input/output. 
Therefore, the system of Autry reads on the claimed set top box. 

9. Claims 65, 67, 92-99 and 101-106 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Autry et al. in view of Nemirofsky et al. and further in view of U.S. Patent No. 
5,955,722 to Kurz et al. 

Regarding Claim 65, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 64. What is not disclosed, however, is that the CAM module comprises a 
chip card reader. Kurz discloses a system wherein a PC card is adapted to receive a chip 
card (See Figure 1). Kurz is evidence that ordinary workers in the art would recognize the 
benefit of being able to read a chip-card from a PCMCIA card. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the PC card system of Autry in view of Nemirofsky to accept the chip card as in 
the system of Kurz in order to have hot-swappable hardware-based user authentication 
and conditional access information in a small footprint, high-utility computing device. 

Regarding Claim 67, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 66. The remote control of Nemirofsky discloses a PC card (See Figure 5). 
Further, Autry in view of Nemirofsky and further in view of Kurz disclose a PC card 
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adapted to receive a chip-card as stated above in Claim 65. This reads on the claimed 
CAM module comprising a chip-card reader. 

Regarding Claim 92, Autry in view of Nemirofsky and further in view of Kurz 
disclose a communication module in the form of a PC card comprising an interface and 
integrated with a chip card reader, wireless transmitter/receiver unit and a conditional 
access system as stated above in Claims 62, 64, 65 and 69. 

Regarding Claim 93, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. Nemirofsky further discloses that 
information sent to the chip card is encrypted (Col. 4, Lines 20-25). 

Regarding Claim 94, as best understood by the Examiner, Autry in view of 
Nemirofsky and further in view of Kurz disclose a module as stated above in Claim 92. 
Nemirofsky further discloses a chip card in communication with remote services. (Col. 4, 
Lines 39-47) over a satellite or other communication system (Col. 3, Lines 9-12). The 
communication system used to communicate with such remote services could be the 
Internet as is well known in the art. This reads on the claimed Internet computer 
integrated in the PC card. 

Regarding Claim 95, as best understood by the Examiner, Autry in view of 
Nemirofsky and further in view of Kurz disclose a module as stated above in Claim 94. 
Further, Autry in view of Nemirofsky in view of well-known prior art disclose the use of 
a JAVA engine in an Internet computer as stated below in Claim 70. 

Regarding Claim 96, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. Nemirofsky further discloses the users 
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must identify themselves to the chip card through the use of a PIN (Col. 5, Lines 11-15). 
This reads on the claimed subscriber identification module or subscriber access module. 

Regarding Claim 97, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. A modem integrated in the PC card is 
disclosed as stated above in Claim 68. 

Regarding Claim 98, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 97. A modem, as is well known in the art, 
transmits data as audio over a radio frequency carrier such as a phone line. This reads on 
the claimed modem including a data radio modem. 

Regarding Claim 99, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. What is not disclosed is a decompressor 
integrated in the PC card that decompresses data received by the transmitter/receiver unit. 
Official Notice is hereby taken that it is well known in the art that compression may be 
used to increase the rate of data transfer over a finite bandwidth channel such as the 
wireless channel as stated above. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to modify the module of Autry 
in view of Nemirofsky and further in view of Kurz with the compression of the well- 
known prior art in order to increase the transfer rate. This reads on the claimed 
decompressor integrated in the PC card. 

Regarding Claim 101, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. A wireless communication link to a 
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remote control is disclosed as stated above in Claim 62. It is well known in the art that 
such a wireless link could be infrared. 

Regarding Claim 102 and 103, Autry in view of Nemirofsky and further in view 
of Kurz disclose a module as stated above in Claim 92. What is not disclosed is the use of 
a DECT, GSM or DVB standard. Official Notice is hereby taken that it is well known in 
the art to use a standardized communication format. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the module of Autry in view of Nemirofsky and further in view of Kurz with the 
DECT, GSM or DVB standards of the well known prior art in order to increase ease of 
implementation and compatibility while reducing costs. 

Regarding Claim 104, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. Nemirofsky further discloses a wireless 
connection to a satellite or cellular network (Col. 3, Lines 6-12). These networks are 
inherently radio based. 

Regarding Claim 105, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. What is not disclosed is the use of a 
common interface. Official Notice is hereby taken that it is well known in the art to use a 
common interface for interconnecting devices. Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
module of Autry in view of Nemirofsky and further in view of Kurz with the common 
interface of the well-known prior art in order to increase ease of implementation and 
compatibility while reducing cost. 
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Regarding Claim 106, Autry in view of Nemirofsky and further in view of Kurz 
disclose a module as stated above in Claim 92. Nemirofsky further discloses that the 
transmitter/receiver unit is adapted for wireless communication as stated above. 

10. Claim 70 is rejected under 35 U.S.C. 103(a) as being unpatentable over Autry et al. in 

view of Nemirofsky et al. and further in view of well known prior art. 

Regarding Claim 70, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. What is not disclosed, however, is that the client network computer 
incorporates a JAVA engine. Official Notice is hereby taken that it is well known in the 
art that a computer-based multimedia system can incorporate a JAVA engine, either as a 
standalone application or as part of a web browser. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the system of Autry in view of Nemirofsky with the JAVA engine of the well- 
known prior art in order to facilitate compatibility with a wide range of Internet-based 
multimedia applications. 



1 1 . Claim 7 1 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Autry et al. in 
view of Nemirofsky et al. and further in view of U.S. Patent No. 5,990,803 to Park. 

Regarding Claim 71, Autry in view of Nemirofsky disclose a system as stated 
above in Claim 62. What is not disclosed, however, is the remote control device is 
provided with a fingerprint sensor for user identification. Park discloses a remote control 
device with fingerprint recognition for user identification purpose (Col. 1, Lines 56-65). 
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Park is evidence that ordinary workers in the art would recognize the benefits of 
implementing fingerprint identification on a remote control device. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to further modify the system of Autry in view of Nemirofsky with the fingerprint 
identification of Park in order to identify a user without the use of passwords which may 
be forgotten or chip-cards which may be lost or broken. 

12. Claims 86 and 88 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Nemirofsky et al. in view of Kurz et al. 

Regarding Claims 86 and 88, Nemirofsky discloses a system as stated above in 
Claims 85 and 87. What is not disclosed, however, is that the chip-card reader is a plug-in 
PC Card. Kurz discloses a system wherein a PC card is adapted to receive a chip card 
(See Figure 1). Kurz is evidence that ordinary workers in the art would recognize the 
benefit of being able to read a chip-card from a PCMCIA card. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the PC card system of Nemirofsky to accept the chip card as in the system of 
Kurz in order to have hot-swappable hardware-based user authentication and conditional 
access information in a small footprint, high-utility computing device. 

13. Claim 89 is rejected under 35 U.S.C. 103(a) as being unpatentable Nemirofsky et al. in 
view of Autry et al. 
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Regarding Claim 89, Nemirofsky discloses a system as stated above in Claim 84. 
What is not disclosed, however, is a means for generating pointer position control data. 
Autry discloses a system with a remote control having means for generating pointer 
position control data as stated above in Claim 73. Autry is evidence that ordinary workers 
in the art would appreciate the ability to control a pointer on a screen with a remote 
control. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the system of Nemirofsky with the pointer 
control of Autry in order to facilitate the usage of the remote control with an interactive 
graphical user interface such as an EPG or web browser. 



14. Claim 91 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nemirofsky et al. 
in view of Park. 

Regarding Claim 91, Nemirofsky discloses a system as stated above in Claim 84. 
What is not disclosed, however, is a fingerprint sensor for user identification. Park 
discloses a remote control device with fingerprint recognition for user identification 
purpose (Col. 1, Lines 56-65). Park is evidence that ordinary workers in the art would 
recognize the benefits of implementing fingerprint identification on a remote control 
device. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to further modify the system of Nemirofsky with the 
fingerprint identification of Park in order to identify a user without the use of passwords 
which may be forgotten or chip-cards which may be lost or broken. 
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Allowable Subject Matter 

15. Claim 100 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 
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Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. U.S. Patent No. 6,069,672 to Classen discloses a cordless remote control for a 
television receiver with a chip card reader for use in transmitting identification. 

b. U.S. Patent No. 6,172,673 to Lehtinen et al. discloses a multimedia terminal for 
communication over a wireless network. 

c. U.S. Patent No. 5,870,155 to Erlin discloses a television remote control with an 
IR transmitter and a credit card reader for home shopping. Also disclosed is a remote 
control with a trackball. 

d. U.S. Patent No. 5,905,521 to Gatto et al. discloses a multimedia system with a 
remote control comprising a chip-card reader and an identification module. Users identify 
themselves by the introduction of a chip-card. Further encryption of the bi-directional 
connection is disclosed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew R Demicco whose telephone number is (703) 305-8155. 
The examiner can normally be reached on Mon-Fri, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on (703) 305-4380. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703 308-5359 for regular 
communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-0377. 




VICTOR R. KOSTAK 
PRIMARY EXAMINER 
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